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Final Rejection 

The Status of Claims 

Claims 17-25, and 29-39 are pending. 
Claims 17-25, and 29-39 are rejected. 

Claim Rejections - 35 USC $112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The rejection of Claims 17-25, 29, 31,33-34, and 36-39 under 35 U.S.C. 112, first 
paragraph, has been withdrawn due to the modification of the claims in the 
amendment. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

The rejection of Claims 17-39 under 35 U.S.C. 112, second paragraph, has been 
withdrawn due to the modification of the claims in the amendment. 
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Claim Rejections - 35 USC S 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

The rejection of Claims 17-25, and 29-39 under 35 U.S.C. 102(a) as being 
anticipated clearly by Romanenko et al (WO 01/087798) ,which is equivalent to 
Romanenko et al (EP 1205241) has been withdrawn due to the modification of the 
claims made in the amendment. 

However, due to the modification of the claims made in the amendment, it is 
necessary to apply a new rejection of obviousness under 35 USC 103 (a) . 

Claim Rejections - 35 USC § 103 

Applicants' argument filed 1/15/08 have been fully considered but are not 
persuasive. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 17-25, and 29-39 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Romanenko et al (WO 01/087798) ,which is equivalent to 

Romanenko et al (EP 1 205241 ). 



Romanenko et al (EP 1205241) discloses the following abstract: 

(S7> Abstract; The tovomon relates to catalytic compositions torn me*H Of group VIII, used for purification of wrepothafc 
acid, 10 methods af preparing such cotnpositiotjs and to a process offwttlkaJttJa of terephtholic acid, The invention allows for 
creating sable and selective • rial it used tn she process of pttiffcatfrm of tetephtfcalic acid. The catalytic composition 
composes crysfedlutc partktes of palladium or esuaSyticaKy active paltadrant and of at less* one Bsctsi of group VBI of fee 
periodic sable, whereby said elements arc doited on the surface of s carbonated matter. The carbonated matter represents a 
memsp * is graphite like i.i>:en*U whereby the so* of pores thereof is comprised between 40 and 400 A, the proportion of 
pom m the total vohm» is at least 0.5 and the de«r<v. t or to grapinte ts Jt least ;o %. The erystal&m panktes 

of the metals are distributed across the voknte of she graivBies of said car:bonat*d matter sach to the tnwunw of distribution «f 
the active components of the gradate are separated fi»»i the external ssrface of the granule by a distance equal to ■ -30 % of the 
. radius of the granules. The inventive catalytic composition composes crystalline particles of palladium and rhtXGum Br of 

psiladium mi ruthetitarfi i - pa 3 piatmcr:'. whereby the tola; tr.eta content may vwy between 9.1 and 3,0 

wt%.**is^ . c ' ' ' < nay vary between O.l and KM* 



Example 3. 

[0O3G] he catatysi is prepared b> t I t i / -i d - r h >HCI and 

H s n' I) imi t .u i i -, [u h!, ~j 1 \. n l - lift I dt i >, M ( ui ri qot c il nl 

m i^p i I nl ~ -■ Mr I ^ (. 1 -f It Pt< < I 

If .i i< ! i J in :*"ih h^-i, j I - ■ r id h In hi i I -t,^, Pu^ii , 

1, at** there* l ig lixti he reactc taiyst is di < < l i i t o ' t& 

.jb-n w&i; e t | i' - r i J 3r/m§ are si ilsr to Example 1 The resulting 

it-,-; > i _ *> j n is by 'A i I 

(see page 5 , example 3). 



Application/Control Number: 10/771,640 
Art Unit: 1625 



Page 5 



Exmip.te 38. 

[0069] The method i i > i ecej f i talk seid is $ la f las »e r. Bmn & 3 Ins jiffe p i ^ > " r < i 

tit N jn Zii'-i - t v t <■ \ tf 'i d i leo^clr i 

content c* f box jicishy eq It 1 rysopprn 

0i*""0 h li i j i it ? I . i 1 1 i t , 

(see page 9, example 38). 

Example 39, 

(0071 j ' I 1 1 ^ i ' n ir t. > i J r l , - - t M ■> u 1<m. 

charged ;ato a 750 pi: stainless steel cylinder isoivest) Aker that the autoclave cover :s put o;uo tr;e cylinder and 
screwed dowr< tightly. 2 0 g of the catalyst prepares as described trs Example 1 «re placed on a grid of s reactor 

l - I'-IIni i i< . > ' I . e t 

ft 1n fn-t n ilr r -> ~k t k I N 11/ jf I 1 h r %-n i ipse. 

u i.^vr r / i T ^ r i - r h 1 i t I r -i [ f i rxt tt nc 1 lu > 

co t t I i i f I i i i v;th nit i. men wit f s t t n LI 1 1 j i l 

suspension of terophtftaite aesd in the solvent, and me pressure is brougmtupto io asn vi t i »<J^r On thecontroS 
li i\ t r r. 1 > f n re- r k 1 -a r wikl i A u 



t mri it I it If r L I I h - J j | I t r i f v i it 

space velocity by means oi a gas tav rootolak Coastal :r in the systcn s mair i - eping pressure 
regulator disposed at the cryst&ilkoer outlet in -pulled back" position As the gas gradually enters lire system, it displaces 
th 4 t I " It ci tr i <J n t lint- o I J lu n r Uui t oi 

velocity through the catalyst bed from bottom upwards and isd throug i tr ooing lot i u » 
"o i 3 k't- it >r i mi I ten ii -t— - 0 mi Ti-i- n r c- I i I- J i is i It e -a i - put je< 
it i n t r foe eon-ems ot h crystaiio-ior lierephaiaiic acid suspension it water) ere eaosfsnred to a glass titter 
tillered, washed with distillled water nOO ml), serf dried undo? vacuum at /5"C nor 2 nours Frew the pewde» of seraph- 
t i I i < t i _ i pies ate :a for ir anaiysi 

(see pages 9-10 .example 39). 



Table 1. Main characteristics cf sosaa granulated pacoua carbon s«t«ri*i« 
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r - . ... t , L " , 

V : jcwVgi is u»« vcl^e „f perss »h«s* is swsi ;.er eh*s 5025 A. ft is fr™ th» 

Ritrcfen at P/? t - 0, 53, •. ^ '^"i 9 " 

* *>— >*' 1S t '""- »*»» **** '=•' pores, c«i«»Ut*d «s - * >t> - V r /<V,,, : 

(see page 11 .table 1). 

However, the instant invention differs from the prior art in that a second set 
pores having a pore diameter of at minimum about 5,000 angstroms and at most about 
20,000 angstroms; 34% of total Hg porosity occurs in pores having a diameter of about 
5,000 angstroms. 

With respect to 34% of total Hg porosity happened in pores having a diameter of 
about 5,000 angstrom, the limitation of a process with respect to time, temperature, 
percentage does not impart patentability to a process when such values are those 
which would be determined by one of ordinary skill in the art in achieving optimum 
operation of the process. The % of the of total Hg porosity in the granulation process of 
making porous carbon materials is well understood by those of ordinary skill in the art 
to be a result-effective variable, especially when attempting to control selectivity of the 
catalytic process. 
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Concerning the pore diameter of at minimum about 5,000 angstrom, the prior 

art expressly discloses that is the vol. of pores whose size is smaller than 5,000 
angstrom (see page 1 1 , table 1 ). The term " about " in the claimed phrase of " about 
5,000 angstrom" may imply that it can be interpreted as the pore diameter having 
more or less than 5,000 angstrom. Therefore, it seems reasonable to assume that 
the vol. of pores in the prior art can be within the range of the claimed one. Thus, it is 
obvious to the skilled artisan in the art to be motivated to arrive at the claimed 
limitation by a routine experimentation. 

Romanenko et al expressly discloses the purification of the terephthalic acid to 
be carried out on the catalyst containing palladium and ruthenium prepared from the 
basis of various characteristics of granulated porous carbon materials as shown in table 
1 ; furthermore, the % of the of total Hg porosity in the granulation process of making 
porous carbon materials is well understood by those of ordinary skill in the art to be a 
result-effective variable; therefore, it is obvious to the skilled artisan in the art to be 
motivated to control selectivity of the catalytic process by adjusting the % of the of total 
Hg porosity in the granulation process of making porous carbon materials in the prior 
art process by a routine experimentation. This is because the skilled artisan in the art 
would expect such a manipulation to be feasible and successful in the prior art process. 



Applicants' Argument 
Applicants argue the following issue: 
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a. The prior art discloses that the porosity for the largest diameter of pores is 
less than 5,000 angstroms , therefore, it is not anticipated, over the claimed 
invention. 

Applicants' arguments have been noted, but the arguments are not persuasive. 

First, regarding the applicants' argument , the Examiner has noted applicants' 
arguments. However, as indicated in the above, the meaning of the term " about " in 
the claimed phrase of " about 5,000 angstrom" may imply that it can be interpreted as 
the pore diameter having more or less than 5,000 angstrom. Therefore, it seems 
reasonable to assume that the vol. of pores in the prior art can be within the range of 
the claimed one. Thus, it is obvious to the skilled artisan in the art to be motivated to 
arrive at the claimed limitation by a routine experimentation. 
Therefore, applicants' argument is not persuasive. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Taylor Victor Oh whose telephone number is 571-272- 
0689. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet Andres can be reached on 571-272-0867. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Taylor Victor Oh/ 

Primary Examiner, Art Unit 1625 

4/12/08 



